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DETAILED ACTION 



Response to Amendment 



1 . This Office action is responsive to the amendment filed October 10, 2007. Claim 
1 was amended. Claim 8 was added. Claims 1-8 are pending. 

2. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

3. The rejection of claims 1-7 under 35 U.S.C. 102(b) as anticipated by Hosokawa 
et al. (EP 1 061 1 1 2 or JP 2001 -1 31 541 ) and under 35 U.S.C. 1 02(e) as anticipated by 
Hosokawa et al. (US 6,951,693 or US 6,743,948) is withdrawn. 

4. Claims 1-8 are rejected under 35 U.S.C. 103(a) as obvious over Hosokawa et al. 
(EP 1061112 or JP 2001-131541 or US 6,951,693 or US 6,743,948). [Note: JP2001- 
131541, US 6,951,693 and US 6,743,948 are patent family equivalents of EP 1061 112]. 

Hosokawa et al. discloses electroluminescent elements comprising material 
according to formula [1] 





general formula [1] 



N— B — N 



/ 



(Y^X 3 



(1) 



Y is according to formula [2] set forth by Hosokawa et al., but since a, b, c, and d may 
be zero, Y is not required (see abstract). See especially formula [4] of Hosokawa et al. 
showing the same aromatic ring group (chrysene) between the nitrogens, which is the 
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same as required by instant claim 1 . X groups may include substituted arylenes of 6 to 
30 carbon atoms, which would include the at least one "A" substituent as required by 
claim 1 wherein if any two of instant ml , m2, m3, m4, m5, m6, m7 or m8 is 2 or greater, 
groups may be linked together to form a saturated or unsaturated ring (see EP claim 2). 
[It is noted that instant formulas (1), (14), and (18) in claim 8 comprise fused rings as 
substituent groups on the phenyl groups of general formulas I or II.] Hosokawa et al. 
clearly discloses the formulas may be used as light emitting material for organic 
electroluminescence devices with regard to claim 2 (see EP ref. Par. 33). It is preferred 
that the light emitting layer comprise 0.1-20% by weight of the formula 1 compounds 
with regard to claim 4 (see EP ref. paragraph 36). Hosokawa et al. further discloses an 
EL device with an aromatic tertiary amine or phthalocyanine derivative between the light 
emitting layer and the anode with regard to claims 5 and 6 (see EP ref. Par. 39). With 
regard to claim 7, Hosokawa et al. discloses the formation of blue light emitting devices 
(see examples and Tables). Hosokawa et al. does not exemplify compounds according 
to the instant claims; however, it would have been obvious to one of ordinary skill in the 
art at the time of the invention to have formed the compounds and to have used them in 
a light emitting device as claimed, because Hosokawa et al. teach all the required 
elements of claims 1-8. With regard to the capability to emit blue light, Hosokawa et al. 
is considered to teach compounds within those defined by applicant and these 
compounds would be expected to have the same or similar light emitting properties. 
Recitation of a newly disclosed property does not distinguish over a reference 
disclosure of the article or composition claims. General Electric v. Jewe Incandescent 
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Lamp Co., 67 USPQ 155. Titanium Metal Corp. v. Banner, 227 USPQ 773. Applicant 
bears responsibility for proving that reference composition does not possess the 
characteristics recited in the claims. In re Fitzgerald, 205 USPQ 597, In re Best, 195 
USPQ 430. 

5. The rejection of claims 1-7 are rejected under 35 U.S.C. 102(b) as anticipated by 
Onikubo et al. (US 6,280,859) is withdrawn. 

6. Claims 1-7 are rejected under 35 U.S.C. 103(a) as obvious over Onikubo et al. 
(US 6,280,859). 

Onikubo et al. discloses electroluminescent elements comprising material 
according to formula [1] 




Onikubo et al. discloses A is a fused aromatic group (which would include the 4 member 
ring groups of claim 1) and Ar may be a substituted aromatic group (the substitution 
group reads upon instant "A" groups or alternatively, X of the above formula [1] may be 
an alicyclic residue) (see col. 2, lines 15-58). 

Onikubo et al. clearly discloses the formulas may be used as light emitting material for 
organic electroluminescence devices with regard to claim 2 (see EP ref. Par. 33). It is 
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preferred that the light emitting layer comprise 0.1-20% by weight of the formula 1 
compounds with regard to claim 4 (see col. 4, lines 37-44)). Onikubo et al. further 
discloses an EL device with an aromatic tertiary amine or phthalocyanine derivative 
between the light emitting layer and the anode with regard to claims 5 and 6 (see col. 
180, lines 24-58)). With regard to claim 7, Onikubo et al. discloses the formation of blue 
light emitting devices (see examples). Onikubo et al. does not exemplify compounds 
according to the instant claims; however, it would have been obvious to one of ordinary 
skill in the art at the time of the invention to have formed the compounds and to have 
used them in a light emitting device as claimed, because Onikubo et al. teach all the 
required elements of claims 1-7. With regard to the capability to emit blue light, 
Onikubo et al. is considered to teach compounds within those defined by applicant and 
these compounds would be expected to have the same or similar light emitting 
properties. Recitation of a newly disclosed property does not distinguish over a 
reference disclosure of the article or composition claims. General Electric v. Jewe 
Incandescent Lamp Co., 67 USPQ 155. Titanium Metal Corp. v. Banner, 227 USPQ 
773. Applicant bears responsibility for proving that reference composition does not 
possess the characteristics recited in the claims. In re Fitzgerald, 205 USPQ 597, In re 
Best, 195 USPQ 430. 

Double Patenting 

7. The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent the 
unjustified or improper timewise extension of the "right to exclude" granted by a patent 
and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting claims 
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are not identical, but at least one examined application claim is not patentably distinct 
from the reference claim(s) because the examined application claim is either anticipated 
by, or would have been obvious over, the reference claim(s). See, e.g., In re Berg, 140 
F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 11 F.3d 1046, 29 
USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 164 USPQ 619 (CCPA 1970); and In re Thorington, 418 F.2d 528, 163 
USPQ 644 (CCPA 1969). 

A timely filed terminal disclaimer in compliance with 37 CFR 1 .321 (c) or 1 .321 (d) 
may be used to overcome an actual or provisional rejection based on a nonstatutory 
double patenting ground provided the conflicting application or patent either is shown to 
be commonly owned with this application, or claims an invention made as a result of 
activities undertaken within the scope of a joint research agreement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply with 
37 CFR 3.73(b). 



8. The rejection of claims 1 and 2 on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1-2 of U.S. Patent No. 6,743,948 is 
withdrawn. 

9. The rejection of claims 3-7 on the ground of nonstatutory obviousness-type 
double patenting as being unpatentable over claims 1 and 2 of U.S. Patent No. 
6,743,948 in view of US 6,951,693 is withdrawn. 

10. Claims 1-8 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 1-5 and 12-23 of copending 
Application No. 11/282,697. Although the conflicting claims are not identical, they are 
not patentably distinct from each other because the formula 1 compound of '697 claim 1 
encompasses formula (I) of the instant claims. 
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This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. (It is noted that a notice of allowability 
has been mailed in the '697 application, but the patent has not yet been issued). 

1 1 . Claims 1 -8 are provisionally rejected on the ground of nonstatutory obviousness- 
type double patenting as being unpatentable over claims 8-18 of copending Application 
No. 11/711,655. Although the conflicting claims are not identical, they are not 
patentably distinct from each other because the formula IV compound of '655 claim 8 
encompasses formula (II) of the instant claims. Especially note compound (26) in '655 
claim 18. 

This is a provisional obviousness-type double patenting rejection because the 
conflicting claims have not in fact been patented. 

Response to Arguments 

12. Applicant's arguments filed October 1 0, 2007 have been fully considered but they 
are not persuasive. 

With regard to the anticipation rejection over Hosokawa et al., the 35 U.S.C. 102 
rejections have been withdrawn. With respect to the grounds of an obviousness 
rejection over Hosokawa et al., applicant argues Hosokawa does not indicate blue light 
is emitted. With regard to the capability to emit blue light, Hosokawa et al. is considered 
to teach compounds within those defined by applicant and these compounds would be 
expected to have the same or similar light emitting properties. Recitation of a newly 
disclosed property does not distinguish over a reference disclosure of the article or 
composition claims. General Electric v. Jewe Incandescent Lamp Co., 67 USPQ 155. 
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Titanium Metal Corp. v. Banner, 227 USPQ 773. Applicant bears responsibility for 
proving that reference composition does not possess the characteristics recited in the 
claims. In re Fitzgerald, 205 USPQ 597, In re Best, 195 USPQ 430. It is further noted 
that one of ordinary skill in the art would immediately envisage formation of the instant 
compounds, since all of the required components are recited with sufficient specificity 
by Hosokawa et al. 

With regard to the anticipation rejection over Onikubo et al., the 35 U.S.C. 102 
rejection has been withdrawn. With respect to the obviousness rejection over Onikubo 
et al., applicant argues the claimed species does not read on any exemplified 
compounds. The examiner notes that non-preferred embodiments can be indicative of 
obviousness (see In re Lamberti, 192 USPQ 278 (CCPA 1976); In re Boe, 148 USPQ 
507 (CCPA 1976); In re Kohler, 177 USPQ 399 (CCPA 1973)), and a reference is not 
limited to working examples (see In re Fracalossi, 215 USPQ 569 (CCPA 1982)). 

Applicant argues Onikubo et al. does not indicate blue light is emitted. With 
regard to the capability to emit blue light, Onikubo et al. is considered to teach 
compounds within those defined by applicant and these compounds would be expected 
to have the same or similar light emitting properties. The examiner does not consider 
the teaching by Onikubo et al. that further dopants can improve blue light emission to be 
a suggestion that the amino compounds themselves can not emit blue light. Recitation 
of a newly disclosed property does not distinguish over a reference disclosure of the 
article or composition claims. General Electric v. Jewe Incandescent Lamp Co., 67 
USPQ 155. Titanium Metal Corp. v. Banner, 227 USPQ 773. Applicant bears 
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responsibility for proving that reference composition does not possess the 
characteristics recited in the claims. In re Fitzgerald, 205 USPQ 597, In re Best, 195 
USPQ 430. It is further noted that one of ordinary skill in the art would immediately 
envisage formation of the instant compounds, since all of the required components are 
recited with sufficient specificity by Onikubo et al. 
The following it further noted: 

Where a claimed improvement on a device or apparatus is no more than "the 
simple substitution of one known element for another or the mere application of a known 
technique to a piece of prior art ready for improvement," the claim is unpatentable under 
35 U.S.C. 103(a). Ex Parte Smith, 83 USPQ.2d 1509, 1518-19 (BPAI, 2007) (citing 
KSR v. Teleflex, 127 S.Ct. 1727, 1740, 82 USPQ2d 1385, 1396 (2007)). Accordingly, 
applicant claims a combination that only unites old elements with no change in the 
respective functions of those old elements, and the combination of those elements 
yields predictable results; absent evidence that the modifications necessary to effect the 
combination of elements is uniquely challenging or difficult for one of ordinary skill in the 
art, the claim is unpatentable as obvious under 35 U.S.C. 103(a). Ex Parte Smith, 83 
USPQ.2d at 1518-19 (BPAI, 2007) (citing KSR, 127 S.Ct. at 1740, 82 USPQ2d at1396. 
Accordingly, since applicant has submitted no persuasive evidence that the combination 
of the above elements is uniquely challenging or difficult for one of ordinary skill in the 
art, the claim is unpatentable as obvious under 35 U.S.C. 103(a) because it is no more 
than the predictable use of prior art elements according to their established functions 
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resulting in the simple substitution of one known element for another or the mere 
application of a known technique to a piece of prior art ready for improvement. 

Conclusion 

13. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP 

§ 706.07(a). Applicant is reminded of the extension of time policy as set forth in 37 
CFR 1.136(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

14. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Dawn Garrett whose telephone number is (571) 272- 
1523. The examiner can normally be reached on Monday through Thursday. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Milton Cano can be reached on (571) 272-1398. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 

/Dawn Garrett/ 

Dawn Garrett 
Primary Examiner 
Art Unit 1794 



